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1)£ED Responsive to communication(s) filed on 24 January 2007 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-59 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £0 Claim(s) 1-59 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This action is in response to papers filed on January 24, 2007. 
Claims 60-63 are withdrawn 
Claims 1-59 are pending 
Claims 33, 45, 48-49 and 53-54. 
Claims 1-59 are rejected. 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 20, 2007 has been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
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Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claims 1-59 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent 6,581,065 Dynamic Insertion and Updating of Hypertext Links for Internet 
Servers; Rodkin et al. Hereinafter referred to as Rodkin. 

4. As to claims 1 , 20, 22, 27, 33, 45, 48-49 and 53-54 Rodkin teaches 

- Electronic documents stored by a content provider, embedding code executable 
by a client computer to invoke the central computer system to recognize key 
elements based on key elements contained in a key-element list.(C. 12 I. 45-49). 

- Recognizing key elements in the document based on the key elements in the 
key element list(C. 11 I. 29-31& I. 62-64) 

- Generating annotation instructions for the client computer system to create 
one or more annotations for one or more key elements in the content 
document and sending the instructions to the client computer system. (C. 12 I. 
39-42) 

5. As to claims 2-4, 26, 29-30, 32 and 46 Rodkins teaches code embedded into a 
document by a computer system(C. 13 1. 18-20 C. 13 I. 27-50). As to applicants specific 
limiations as to which computer system embeds the code onto the document this is non- 
functional descriptive material. The step proceeding the embedding are performed the 
same regardless of which computer embeds the code. Thus, this descriptive material 
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will not distinguish the claimed invention from the prior art in terms of patentability, see 
in re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 44(Fed. Cir. 1983); In re Lowry, 32 
F.3d 1579, 32 USPQ 2d 1031(Fed. Cir. 1994). 

6. As to claims 5, 28, 31, 52 and 55 Rodkins teaches annotations associated with 
key words or phrases uses in a query(C. 13 I. 52-53) 

7. As to claims 6-9, 34-38, 47 and 51 Rodkins teaches using the key elements, 
words or phrases to retrieve additional information or web pages based on user 
selection of an annotation(C. 15 I. 48-54; C. 16 I. 2-5). As to applicants limitations of the 
types additional information that is retrieved from the user selected annotation this 
limitation is non-functional descriptive material. Regardless if the information is 
purchase information, historical information, news articles the retrieval process will be 
the same no matter the type of information being retrieved. Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of 
patentability, see in re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 44(Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ 2d 1031 (Fed. Cir. 1994). 

8. As to claims 10-12, 18-19, 21, 23-25 and 39-44, 50 Rodkin teaches information 
that is provided in the target document has means for electronically retrieving additional 
information^. 16 I. 31-34) 

9. As to claims 13-15 Rodkin teaches the users selection of an annotation causes 
the retrieval of additional information. Again, the examiner notes the type of information 
being retrieved is non-functional descriptive material. The steps of retrieval will not be 
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altered or differ based on the type of "content" being retrieved, Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of 
patentability, see in re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 44(Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ 2d 1031 (Fed. Cir. 1994). 

10. As to claim 16 Rodkin teaches recognizing by the central computer(C. 18 I. 54- 
58) 

11. As to claim 17 Rodkin teaches annotation being generated by the central 
computer. (C. 18 I. 65- C. 19 I. 6) 

12. As to claims 56-58 Rodkin teaches the server as a content server, a third party, 
and a central server(three separate systems)( C.1 1 I. 26-30 and C. 13 1. 11-14) 

Response to Arguments 

13. Applicant's arguments with respect to claims 1-59 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Traci L. Casler whose telephone number is 571-272- 
6809. The examiner can normally be reached on Monday-Thursday 6:00 am-4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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